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Chri st opher L. Buongiorno, Trademark Exam ning Attorney,
Law O fice 109 (Leslie Bishop, Managi ng Attorney).

Before Hairston, Bottorff and Drost, Admi nistrative
Trademar k Judges.

Opi nion by Drost, Adm nistrative Trademark Judge:

On March 2, 2000, James T. Maher (applicant) applied
to register the mark RAK RANDOM ACTS OF KI NDNESS (typed) on
the Principal Register for “shirts’ in International C ass
25. The application contained an allegation of a date of
first use of April 13, 1999, and a date of first use in

comrerce of May 5, 1999.
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The exami ning attorney refused to register applicant’s
mark on the ground that the mark is used on the goods as
ornanmentation and it, therefore, does not function as a
mark under the provisions of Sections 1, 2, and 45 of the
Trademark Act. 15 U. S.C. 88 1051, 1052, and 1127. The
exam ni ng attorney maintains that applicant’s mark is a
sl ogan “Random Acts of Kindness” with the letters “RAK’ and
that “[s]logans or phrases used on itens such as t-shirts
and sweatshirts, jewelry, and ceram c pl ates have been
refused registration as ornanentati on that purchasers wl|l
percei ve as conveyi ng a nessage rather than indicating
source of the goods.” Brief at 2-3. The exani ning
attorney held that the mark is only ornamentation and t hat
there is no evidence that applicant’s mark serves a source-
identifying function.

I n response, applicant asserts that the “mark’s
overall commercial inpression is that of a trademark” and
that the speci mens of record closely match exanpl es of
matter functioning as a trademark. Brief at 3. Applicant
al so maintains that the termRAK is very significant.

““RAK is an acronym coi ned by the applicant standing for
‘Random Acts of Kindness.. As such a coined acronym the

‘Rak’ portion of the overall mark ‘' RAK RANDOM ACTS OF
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KI NDNESS' makes the mark nore arbitrary in nature.” Brief
at 6.

After the exam ning attorney nmade the refusal final,
t his appeal foll owed.

The nere fact that a term appears on a product does

not nake it a trademark. In re Pro-Line Corp., 28 USPQRd

1141, 1142 (TTAB 1993). Informational nessages and sl ogans
devoid of trademark significance are not inherently
distinctive. 1d. However, “[njatter which serves as part
of the aesthetic ornanentation of goods, such as T-shirts
and hats, may neverthel ess be registered as a trademark for
such goods if it also serves a source-indicating function.”

Inre Dimtri's Inc., 9 USPQ2d 1666, 1667 (TTAB 1988).

“Where, as here, an alleged mark serves as part of the
aest hetic ornanentation of the goods, the size, |ocation,
dom nance and significance of the alleged mark as applied
to the goods are all factors which figure promnently in
the determ nation of whether it also serves as an
indication of origin.” Pro-Line, 28 USPQRd at 1142.

An inportant function of specinens in a trademark
application is, manifestly, to enable the PTOto
verify the statenents made in the application
regarding trademark use. In this regard, the manner
in which an applicant has enpl oyed the asserted mark,
as evidenced by the specinens of record, nust be
careful ly considered in determ ning whether the
asserted mark has been used as a trademark wth
respect to the goods naned in the application.
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In re Bose Corp., 546 F.2d 893, 192 USPQ 213, 216

(CCPA 1976) (enphasis in original, footnote omtted).
A speci nen showi ng three photographs of the fronts of

applicant's shirts is set out bel ow
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The phot ographs show that the words are proninently
featured as ornanmentation on the front of applicant’s
shirts in either the center or the left corner. The term
RAK i s always shown in larger type than the other words,
“Random Acts of Kindness.” After view ng the specinens, we
cannot agree with applicant that its mark creates the
commercial inpression of a trademark. The mark is
di spl ayed on the front of the shirts in a manner that
“i medi ately catches the eye.” Pro-Line, 28 USPQ2d at
1142. The size, location, and dom nance of applicant’s
mark on the shirts supports the conclusion that the mark
woul d serve an ornanmental rather than a source-identifying
function on the goods.

In addition, the words in the mark itself do not
i ndicate that they woul d have anything other than an
ornanmental significance. Certainly the conmon words,
“random acts of kindness” would not be inherently
di stinctive when applied to shirts as applicant has done.
It is a phrase akin to the non-distinctive phrases

discussed inInre Ain Corp., 181 USPQ 182 (TTAB 1973)

(“Swal I ow Your Leader”) and in Damn I’ m Good Inc. v.

Sakowi tz, 514 F. Supp. 1357, 212 USPQ 684 (S.D.N. Y. 1981)
(“Damm |’ m Good”). The only unusual feature of applicant’s

mark is the fact that it includes the term“RAK. " Standi ng
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al one, “RAK’ may not appear to have any neani ng, however,
the next part of applicant’s mark answers any questions

t hat prospective purchasers nmay have concerni ng the neani ng
of this term The mark i medi ately defines the termas an
acronym for the non-distinctive words “random acts of

ki ndness.” Applicant admts that “RAK’ is “an acronym

coi ned by applicant standing for ‘Random Acts of Kindness,”
(Brief at 6) and customers would clearly understand the
termto have this nmeaning. Wen consuners view the mark as
used on the specinens, the mark is not arbitrary. |Instead,
it would be viewed as an informational nessage or a sl ogan
devoid of trademark significance. Pro-Line, 28 USPQRd at
1142.

In addition, applicant also admts that other slogans
appear on the back of applicant’s shirts, such as “It’s
good for the soul” and “Gve a little, get alot.” Brief
at 5. This fact nmakes it even less likely that potential
custoners will sort through the slogans on the front and
back of applicant’s shirts and ascribe tradenmark functions

to sone and ornanental or decorative functions to others.?

! W note that applicant does not use the TM synbol after its
mark, although it does use the TM synbol after the word RAK
This is sonme evidence that potential custoners wll not

recogni zed the actual mark for which that applicant is currently
seeking registration as a trademark. In re Wakefern Food Corp.
222 USPQ 76, 78-79 (TTAB 1984)(“The fact that no synbol, such as
‘“TM or ‘SM’ is used to designate an alleged mark is al so sone
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Rat her, prospective purchasers will see that applicant’s
shirts contain various nessages or other non-distinctive
phr ases.

We al so observe that the record is devoid of any
evi dence that consuners recogni zed that applicant’s mark
has a source-identifying function. There is no evidence to
suggest that applicant’s termidentifies a secondary source
in addition to being ornanental. Qur case |aw recogni zes
that the ornanentation of “a T-shirt can be of a speci al
nature which ...inherently tells the purchasing public the
source of the T-Shirt, not the source of manufacture but
t he secondary source. Thus, the nane New York University
and an illustration of the Hall of Fane, albeit it wll
serve as ornamentation on a T-Shirt will al so advise the
purchaser that the university is the secondary source of

that shirt.” In re Paranount Pictures Corp., 213 USPQ

1111, 1112 (TTAB 1982). In that case, the Board found that
the “primary significance of the words “MORK & M NDY” to
any prospective purchaser of a decal such as the one here
involved is to indicate the television series.” 1d.

(emphasis in original). The Board went on to discuss that

evi dence that the phrase is not being used in a trademark or
service mark sense”). See also Inre Astro-Gods Inc., 223 USPQ
621, 624 (TTAB 1984) (Use of copyright notice with ornamentation
not enough to make an associ ation between the designation and
appl i cant’ s nane).
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arbitrary terms such as KODAK and DREFT have obvi ous
source-indicating characteristics because they “usually
have no other perceived significance.” 1d. |In this case,
there is no evidence that RAK woul d be recognized in a
simlar manner as MORK & M NDY, DREFT, or KODAK. Second,
as we indicated earlier, the mark itself defines the term
RAK in such a way that prospective purchasers would sinply
associate RAK with the non-distinctive phrase “Random Acts
of Kindness” rather that as an arbitrary term

In conclusion, it is our viewthat the words sought to
be registered are primarily an ornanental feature of the
goods and, therefore, they do not function as a trademark
for the goods. 2

Decision: The refusal to register is affirmed.

2 Mpplicant has not sought registration under the provisions of
Section 2(f) of the Trademark Act.



